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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 19 April 2010 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1,2,5-90,92-96,99 and 104-108 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1.2.5-73.86-90.92-96.99 and 104-108 is/are allowed. 

6) 13 Claim(s) 74-85 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Arguments 

1 . Initially, it is noted that claims 1 , 2, 5-73, 86-90, 92-96, and 1 04-1 08 were 
previously indicated as allowable. In addition, claim 99 is now allowable. 

The only claims that stand rejected at this time, therefore, are claims 74-85. 
Applicant's arguments with respect to claims 74-85 have been fully considered, but they 
are not persuasive. 

2. Claim 74 is directed to a non-transitory recording medium. This meets the 
requirements of 35 U.S.C. 101 as a non-transitory recording medium is considered 
statutory subject matter (regardless of the information contained on the recording 
medium). A claim to a non-transitory, tangible computer readable storage medium per 
se that possesses structural limitations under the broadest reasonable interpretation 
standard to qualify as a manufacture is patent-eligible subject matter. Adding additional 
claim limitations to the medium, such as executable instructions or stored data, to such 
a statutory eligible claim does not render the medium non-statutory, so long as the claim 
as a whole has a real world use and the medium does not cover substantially all 
practical uses of a judicial exception. The claim as a whole remains a tangible 
embodiment and qualifies as a manufacture. 

However, a tangible medium including a computer program should be evaluated 
to determine if there is a functional relationship between the computer program and the 
medium for purposes of distinguishing over prior art. 
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In this case, claim 74 includes "computer readable instructions and data 
thereon". Notably, there is no further recitation of the "computer readable instructions". 
Claim 74 further defines a "predetermined data structure" which includes a combination 
of a compressed and subsequently encrypted first digital audio signal and an 
unencrypted second audio signal where the first digital audio signal occurs as noise in 
the combination. In addition, the first audio signal is embedded as noise in the second 
digital audio signal after being compressed and encrypted. 

The non-transitory recording medium of claim 74 therefore contains "computer 
readable instructions" (which are not defined as capable of performing any functions) 
and a combined digital audio signal. Applicant argues that the "noise" embedded in the 
digital audio signal relates to computer software and hardware components because "it 
is computer software and hardware components that read the data and perceive the 
first signal as being noise" (see page 25 of Applicant's response). However, computer 
software and hardware components cannot read a noise signal without the necessary 
computer instructions to instruct a computer how to process the noise. The noise itself 
cannot be read by the computer without additional computer instructions instructing the 
computer how to perceive the digital signal. To qualify as a statutory data structure, the 
data structure must "define structural and functional interrelationships between the data 
structure and the computer software and hardware components which permit the data 
structures functionality to be realized ". Since the noise itself cannot instruct the 
computer to how perceive the noise (and allow its functionality realized), the noise (and 
the audio signal), therefore, is non-functional . 
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It is also noteworthy that claim 74 defines a digital audio signal that has been 
"compressed" and "encrypted" (past tense). This indicates that any processing or 
functionality has occurred prior to the signal being stored on the medium (and is not 
implementable by the medium itself). Similarly, the recitation that the first audio signal 
"is embedded as noise in the second audio signal" does not indicate the recording 
medium can cause the first audio signal to be embedded as noise in the second audio 
signal (and thus impart functionality). Rather, claim 74 defines a previously compressed 
and encrypted combined audio signal stored on a recording medium. 

Claims 74-85 therefore define a non-transitory recording medium storing what 
amounts to non-functional descriptive material. There is no requirement to afford non- 
functional descriptive material patentable weight absent a new and unobvious functional 
relationship between the descriptive material and the substrate (MPEP 2106.01). As 
such, claims 74-85 remain rejected as being anticipated by Tanaka. 



Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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4. Claims 74-85 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tanaka (U.S. Patent Application Publication 2002/0108043). 

Claims 74-85 are directed to a recording medium storing data, the data 
comprising a first audio signal and second audio signal, where the first audio signal is 
embedded as noise in the second audio signal. An audio signal stored on a recording 
medium constitutes non-functional descriptive material, because an audio signal, 
compressed or otherwise, does not provide the necessary functional and structural 
interrelationships that would allow the recording medium to instruct a machine to 
perform functions. Since claims 74-85 are directed to non-functional descriptive 
material, the only difference between the claimed product (the recording medium) and 
those disclosed by Tanaka (Fig. 1 , 113-116) is the content of the non-functional 
descriptive material. Where the only difference between a prior art product and a 
claimed product is printed matter that is not functionally related to the product, the 
content of the printed matter will not distinguish the claimed product from the prior art. 
In re Ngai, 367 F.3d 1336, 1339, 70 USPQ2d 1862, 1864 (Fed. Cir. 2004). See also In 
re Gulack, 703 F.2d 1381, 1385-86, 217 USPQ 401, 404 (Fed. Cir. 1983). 

Allowable Subject Matter 

5. Claims 1 , 2, 5-73, 86-90, 92-96, and 99, and 1 04-1 08 are allowed. 
The following is an examiner's statement of reasons for allowance: 

With respect to claims 1 , 2, and 5-58, Tanaka and the additional prior art of 
record do not disclose or suggest compressing and encrypting a digital audio signal to 
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create a first audio signal, where the audio information in the first audio signal is 
substantially unimpaired compared to that of the digital audio signal, then embedding 
the first audio signal as noise into an unencrypted second audio signal. Tanaka 
combines encrypted audio data and unencrypted audio data as a stream of sequential 
audio data. However, there is no teaching or suggestion in Tanaka to embed a first 
compressed and encrypted audio signal as noise into a second audio signal. 
Additionally, the steps of embedding the first audio signal as noise into the second 
audio signal would inherently require a particular machine or apparatus to implement 
the steps, and further, the steps are central to the purpose of the invention. 

Claims 95 and 96 require systems with components that implement the method 
of claim 1 . Thus, claims 95, 96, and 104 are allowed for the same reasons as claim 1 . 

With respect to claims 59-73, similarly to claim 1, claim 59 requires an apparatus 
that compresses and encrypts a digital audio signal to create a first audio signal, where 
the audio information in the first audio signal is substantially unimpaired compared to 
that of the digital audio signal, then embedding the first audio signal as noise into an 
unencrypted second audio signal. 

With respect to claims 86-90 and 92-94, Tanaka does not disclose or suggest 
separating a first audio signal from a combined first audio signal and second signal, 
where the first audio signal is a compressed and encrypted audio signal that is 
embedded as noise in the second signal. Additionally, the steps of separating the first 
audio signal from the combination, where the first audio signal was embedded as noise 
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in the second signal would inherently require a particular machine or apparatus to 
implement the steps, and further, the steps are central to the purpose of the invention. 

With respect to claims 99 and 105-108, Lee et al. and the additional prior art of 
record do not disclose or suggest scaling a value A of N samples as required by the 
limitations of claim 99. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN L. ALBERTALLI whose telephone number is 
(571)272-7616. The examiner can normally be reached on Monday-Thursday, 8 AM to 
6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on (571) 272-7843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



BLA 6/30/10 

/Brian L Albertalli/ 

Primary Examiner, Art Unit 2626 



